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REMARKS 

Summary 

Claims 1-28 were pending and all of the claims were rejected in the present 
Office Action. The specification has been amended to insert a priority claim, said 
priority claim having been previously asserted and acknowledged. No new matter has 
been added. The Applicants have carefully considered the references and reasons set 
forth by the Examiner and respectfully traverse the rejections on the basis of the 
discussion below. 

Claim Rejections 
35 U.S.C.§ 102(e) 

Claims 1, 16 and 21 were rejected under 35 U.S.C. § 102(e) as being anticipated 
by Streibig (US 6,488,376; "Streibig"). The Applicants respectfully submit that the 
Examiner has not made out a prima facie case of anticipation. 

Claim 1 recites, inter alia, providing a plurality of cliches in which grooves are 
formed. 

Streibig teaches a method of manufacturing a tinted contact lens. A digitized 
image of the iris is separated into distinctive color layers, each color region is converted 
into grayscale and then converted into a halftone pattern. A laser is used to form 
depressions in accordance with the halftone template. (Streibig, col. 3, line 53, bridging 
column 4, line 39). The resultant patterns are illustrated in Fig. 2a-d, and may be seen 
to consist of dots, whose size is related to intensity, in accordance with a halftone 
process. Thus, the depressions 32, 34, 36 and 38 are substantially circular in nature. 

The ordinary meaning of the word "groove" is "a long narrow furrow or channel", 
as given in the American Heritage Dictionary of the English Language, an extract from 
which is appended hereto. Since Streibig teaches that the depressions which are 
circular are made in the cliche, and the arrangement of Claim 1 comprises a groove, not 
all of the elements and limitations of the present Claim 1 are taught by the reference. 
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"Anticipation requires the presence in a single prior art reference disclosure of 
each and every element of the claimed invention, arranged as in the claim." 
Lindemann Machinenfabrik GmbH v. American Hoist & Derrick Co., 730 F.2d 1452, 221 
USPQ 481, 485 (Fed. Cir 1984) (citing Connell v. Sears Roebuck & Co. 722 F.2d 1542 
220 USPQ 193 (Fed. Cir. 1983)). As such, the Examiner has failed to make out a prima 
facie case of anticipation, and Claim 1 is allowable. Claims 2-25 are claims dependent 
on an allowable independent claim and are allowable, without more. 

35 U.S.C. §103 (a) 

Claims 2, 3-8 and 25 were rejected under 35 U.S.C. §103 (a) as being 
unpatentable over Streibig in view of Yamashita et al. (US 5,335,595; "Yamashita"). 

The Applicants respectfully point out that the rejected claims are all in the fomn of 
method claims. 35 U.S.C. §100 (b). Yamashita is directed to an apparatus. It is settled 
law that "a process patent can only be anticipated by a similar process". Carnegie Steel 
Co V. Cambria Iron Co., 185 U.S. 403 (1902). 

Further, the Examiner accepts that Streibig does not teach transferring inks onto 
a surface of a printing roller and then transferring the ink on the printing roller to the 
substrate, and depends on the teachings of Yamashita to remedy this deficiency. Even 
if it were proper to combine the teachings of an apparatus patent and the teachings of a 
method patent in attempting to make out a prima facie case of obviousness, the present 
references would fail to do so. Streibig teaches that the ink is transferred from the 
cliche to the lens substrate using a conventional pad printing pad 64, and the operation 
is shown in Fig. 4 thereof. The pad is moved vertically down onto the clich6 in order to 
pick up the ink in the halftone depressions, and then moved vertically down on the lens 
substrate 22 (Streibig, col. 5, lines 27-41). However, modifying the method taught by 
Streibig to incorporate the roller would result in an inoperative device. The roller has a 
longitudinal axis of symmetry and the pad has an axis of symmetry which is orthogonal 
to that of a roller. The Examiner has not explained in which directions the roller would 
be moved in order to achieve the intended result, or the effect on the transfer process of 
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the asymmetrical forces and distortions which would be created in the roller when 
contacting the lens. 

The Federal Circuit has held that "a proposed modification [is] inappropriate for 
an obviousness inquiry when the modification render[s] the prior art reference 
inoperable for its intended purpose. In re Gordon, 733 F.2d 900. 902, 221 

USPQ 1125, 1127 (Fed. Cir. 1984)." In re Fritch, 972 F.2d 1260. 1265-1266 n.12, 23 
USPQ2d 1780, 1783 n.12 (Fed. Cir.1992). 

The Examiner has not provided any explanation as to how the roller in Yamashita 
would function to perform the method of Claim 3, when the substrate as taught in the 
method of Streibig Is a lens, the lens clearly shown to have a convex surface (Streibig, 
Fig. 4). Moreover, even if it could be shown that the combination were operable, the 
result would be no more than the transfer of the halftone image of dots from the cliche 
to the lens. For at least these reasons, the Examiner has not made out a prima facie 
case of obviousness and Claim 3 is allowable. Claims 4-8 and 25 are dependent on an 
allowable claim and are allowable, without more. 

Claims 9, 10, 19-20 and 23 were rejected under 35 U.S.C. § 103 (a) as being 
unpatentable over Streibig in view of Evans et al. (US 5,514.503; "Evans"). The 
Applicants respectfully submit that Claims 9, 10, 19-20 and 23 are dependent on an 
allowable independent claim and are allowable, without more. 

Claims 1 1-14, 15, 17 and 18 were rejected under 35 U.S.C. § 103 (a) as being 
unpatentable over Streibig in view of Evans and further in view of Yamashita. The 
Applicants respectfully submit that Claims 1 1-14. 15. 17 and 18 are dependent on an 
allowable independent claim and are allowable, without more. 

Claims 22-24 were rejected under 35 U.S.C. § 103 (a) as being unpatentable 
over Streibig in view of Bocko et al. (US 5,544,582; "Bocko"). Claims 22-24 are 
dependent on allowable independent Claim 1 and are allowable, without more. 

Claims 26-28 were rejected under 35 U.S.C. § 103 (a) as being unpatentable 
over Steibig in view of Evans and Yamashita. 
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Claim 26 recites, inter alia, providing a plurality of cliches in which grooves are 
formed and, rolling the first printing roller on which the first, second, and third color inks 
are transferred on a substrate to apply the first, second, and third color inks to the 
substrate. 

When traversing the rejections based on Steibig with respect to Claim 1 , the 
Applicants demonstrated that Steibig did not teach the formation of grooves in a cliche, 
and with respect to the application of Yamashita to Claim 3, it was shown that the 
modification of Steibig in accordance with the teachings of Yamashita to change from a 
pad to a roller was inoperable for its intended purpose. Claim 26 has elements and 
limitations similar to those in Claims 1 and 3, and, for the same reasons, a prima facie 
case of obviousness has not been made out. Claim 27 recites similar elements to Claim 
26; Claim 28 is dependent on Claim 27, and is allowable, without more. 

Conclusion 

Claims 1-28 remain pending. 

For at least the reasons given above, the Applicants respectfully submit that the 
pending claim is allowable. 

The Examiner is respectfully requested to contact the undersigned in the event 
that a telephone interview would expedite consideration of the application. 




Anthony P/ Curtis, Ph.D. 
Registration No. 46,193 
Agent for Applicants 



BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
(312) 321-4200 
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groove (grOv) 
n. 

1. A long narrow furrow or channel. 

2. The spiral track cut into a phonograph record for the stylus to follow. 
3 Slang. A settled routine: got into the groove of a nine-to-five job. 

4. Slang. A situation or an activity that one enjoys or to which one is especially well suited: found 
his groove playing bass in a trio. 

5. Slang. A very pleasurable experience. 



v., grooved, grooving, grooves. 

v.tn 

1. To cut a groove or grooves in. 

2. Baseball. To throw (a pitch) over the middle of home plate, where it is likely to be hit. 
v.intr. Slang. 

^ a. To take great pleasure or satisfaction; enjoy oneself: just sitting around, grooving on the 
music. 

b. To be affected with pleasurable excitement. 
2. To react or interact harmoniously. 

idiom: 

in the groove Slang. 

Performing exceptionally well. 

[Middle English groof, mining shaft, probably from Middle Dutch groeve, ditch.] 



^ MOuc.MTON The American HeritaoeCR) Dictionary of the Enalish Language, Fourth Ed ition Copyright © 2004, 2000 by 
''".^.-"o*.'!. HnuQhton Mifflin Compan v . Published by Houghton l^ifflin Company. All rights reserved. 
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